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Nothing Congress Has Proposed Will Help The PTO 

Law360, New York (April 30, 2015, 10:54 AM ET) --  

Nonpracticing entities are awful! How dare they exploit the patent 
system? NPEs threaten companies with drawn out patent litigation 
unless they pay a ransom, i.e., a licensing fee, which is less than the 
cost of litigation. NPEs must be stopped, right? Welcome to patent 
reform 2015. Last year, the U.S. House of Representatives passed 
new patent legislation to stop NPEs from exploiting the patent 
system. The 2014 legislation stalled in the Senate.  This year, the 
House reintroduced its legislation, the Innovation Act, while the 
Senate has introduced two competing bills: the Strong Patent Act and 
the PATENT Act. Because the Senate’s PATENT Act is similar to the 
House’s Innovation Act, new patent reform legislation will likely pass 
this year. Regardless of which of the pending proposals make it into 
the final law, the pending patent reform proposals will not solve the 
NPE problem because the reforms are not addressing the right 
problem. 
 
The Problem 
 
The patent reform proposals are intended to stop, or at least hinder, NPEs by modifying the procedures 
for patent litigation. With that goal, patent reform will miss the mark because neither NPEs nor patent 
litigation procedures are the problem. NPEs are not doing anything illegal. They are monetizing patents, 
just like practicing entities do. Patent litigation is not the problem either. The current patent litigation 
procedures have worked well until the recent rise of NPE litigation. 
 
The problem lies elsewhere. If a company is using a great idea that makes them billions of dollars, and 
the idea was invented by someone else and patented — that company would license without complaint 
the patent for a reasonable fee, even from a NPE. But, when a company gets sued for patent 
infringement for using old or well-known technology, it is furious that it has to choose between 
spending money to defend against a weak claim or settle the claim for less than the cost to defend the 
case. The company’s anger should not be directed at the NPE or the patent litigation procedures, but at 
theU.S. Patent and Trademark Office for issuing a bad patent. Regrettably, there is nothing in any of the 
proposed patent reform proposals that would reduce the number of bad patents being issued by the 
PTO. 
 
Is Alice the Solution? 
 
Traditionally, if a patent embodied an old idea and combined it with a new medium, a party attacking 
the patent would argue that the patent is invalid as obvious. Obviousness can be a complicated issue of 
fact and law making it difficult to analyze without developing a record. The U.S. Supreme Court’s 
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decision in Alice Corp. v. CLS Bank Int’l provided an alternative to the traditional obviousness analysis. 
Alice held that old ideas are abstract, i.e., patent ineligible under 35 U.S.C. § 101, and that the addition 
of something well-known, like using a computer to perform the old idea, does not render the abstract 
idea patent eligible. 
 
With Alice, instead of performing a traditional obviousness analysis, a party can argue that the claimed 
subject matter is unpatentable because it is an old idea. The advantage to this approach is that the party 
can make this argument without developing a record or a complicated factual and legal analysis. Hence, 
a party can challenge the patent at an early stage in the case, such as on a motion on the pleadings, 
without substantial litigation costs. Indeed, many parties have successfully moved to dismiss a patent 
case at the pleading stage because the asserted claims recited ineligible subject matter per Alice. 
 
Alice changed more than patent litigation; it also changed how patents are prosecuted. Since Alice, the 
PTO has routinely rejected claims for reciting ineligible subject matter. Interestingly, some of the claims 
being rejected by the PTO under Alice were considered patentable under the previous standard for 
determining patentability. 
 
Since the PTO issued guidelines on Alice, many computer-related patent claims have been rejected 
without analysis. The patentability of a claim should not depend on the unsupported opinion of a 
particular examiner as to whether a claim embodies an old abstract idea. When there is no substantive 
analysis, as is the case in many of the pending patent applications, good claims may be rejected without 
sufficient reason and bad claims may be allowed. Hence, the use of Alice is not the solution for 
improving the quality of patents issued by the PTO. 
 
What the PTO Should Do 
 
Instead of trying to screen bad patent claims by using Alice, the PTO should enhance its review of patent 
applications to ensure nonobviousness and enablement, i.e., 35 U.S.C. §§ 103 and 112. The PTO often 
fails to do a thorough obviousness review. For example, in Alice, the PTO issued § 103 rejections, but did 
not cite any prior art teaching the basic concepts recited in the Alice claims. Those concepts were old 
and well-known. Indeed, Alice cited some standard references that taught those concepts. If the PTO did 
a better investigation, it could have made a much stronger obviousness rejection and prevented a 
notoriously bad patent from issuing. 
 
While some patents are considered bad patents because they claim subject matter that is old and 
obvious, other patents are bad because they claim more than they should by reciting functional 
limitations without structure. For example, someone invents a flying car. Instead of limiting the patent 
claim to the particular structure invented, the inventor’s patent claims cover all embodiments of a flying 
car without structural limitations. The specification undoubtedly does not teach every type of flying car, 
including those not invented yet. Thus, the claim should be invalid under 35 U.S.C. § 112 as not enabled. 
The PTO, however, rarely issues a “functional” type rejection. If the PTO regularly identifies functional 
claims and rejects them for lack of enablement, the PTO would issue better patents. 
 
There may be many reasons why the PTO has not used obviousness and enablement as much as it could 
to ensure the issuance of quality patents. For example, examiners may be overworked, lack necessary 
resources, improperly trained, or given insufficient guidance. Whatever the reason, to reduce the 
number of bad patents, the PTO needs to be part of the solution. The PTO has the legal tools to issue 
better patents; it just needs to use them. 
 
What Congress Should Do 
 
The burden of reducing bad patents rests with the PTO, but Congress can help. Regrettably, the patent 
reform being discussed by Congress will not help the PTO. There are, however, several changes Congress 



could enact to help the PTO issue better patents. Described below are three types of changes (other 
than providing more funding) that Congress can make to ensure better quality patents. Litigants could 
also take advantage of these changes to challenge bad patents that have already been issued. 
 
First, Congress should expressly prohibit functional claiming. 35 U.S.C. § 112(f) allows an applicant to 
claim a function without structure if it is expressed as a means or step for performing that function and 
if the corresponding structure is described in the specification. A logical extension of this provision is to 
expressly prohibit any functional claim that is not written in means or steps form. Without such express 
authority, the PTO (and defendants) have to rely on other requirements, such as obviousness and lack of 
enablement, when considering the validity of a functional claim. Expressly prohibiting functional 
claiming will make it more likely that the PTO will reject such claims. 
 
Second, Congress should allow parties to petition the PTO to review patent claims, such as in ex parte 
re-examinations or inter partes reviews, based on §112 issues. As noted above, some patents do not 
have a §§ 102 or 103 issue, but are bad because they are functional. Allowing reviews to be initiated 
based on § 112 issues would assist the PTO because a party could focus on § 112 issues in its petition to 
the PTO seeking review of patent claims. 
 
Lastly, Congress, if it is bold enough, could revise the law of obviousness. 35 U.S.C. § 103 provides that a 
patent claim must be nonobvious. The courts have been left to determine what nonobvious means. For 
many years, the Federal Circuit mandated the use of the often criticized teaching-suggestion-motivation 
(TSM) test for an obviousness analysis. In KSR Int’l Co. v. Teleflex, the U.S. Supreme Court found that the 
courts’ application of the TSM test was often too rigid, and hence, was not a good test. The Supreme 
Court, however, did not provide a substitute test. Without a suitable substitute, obviousness analysis 
varies from court to court and examiner to examiner and can quickly devolve into ancillary issues like 
the level or ordinary skill in the art, indicia of nonobviousness, and how certain factors should be 
balanced, instead of focusing on the core question of nonobviousness. Providing a practical obviousness 
standard will make it easier for the PTO and courts to determine if a patent is obvious. 
 
Conclusion 
 
Congress will likely pass some form of patent reform this year. Nothing Congress has proposed to date, 
however, will help the PTO issue better patents. Instead of trying to treat the effects of bad patents, the 
public would be better served if Congress and the PTO tried to reduce the number of bad patents being 
issued. Although there are likely many ways to fix the problem, the use and modification of obviousness 
and enablement, as discussed above, would be a start. 
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